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DETAILED ACTION 

1 . This Office Action is in response to the amendment filed 06/01/04. 

2. Claims 1, 9, 12, 14 and 15 were amended. 

3. The Objections to the specification including the title are withdrawn. 

4. The Objections to Claims 1 and 14 are withdrawn. 

5. The 35 U.S.C. §112, second paragraph, rejection of Claim 1 is withdrawn. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1, 12 and 15 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically, the claims contain the limitation 
"wherein messages include a read count and a maximum read count to limit the number 
of message forwards to the maximum read count value" (as stated from Claim 1). On 
page 11, the specification does describe a "Read count limitation" which is required 
when the number of message forwards is limited. Although there is a statement of 
requirement made, there is no description of how one would limit the number of 
message forwards and how the read count limitation is involved or interacts as part of 
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this limiting. More specifically, there is no description of "limiting the number of 
message forwards to the maximum read count". On page 16, the specification states 
that a message can contain a "secure read count" and a "maximum read count". The 
specification further states that "maximum read count" is intended to be used for "copy 
protection issues and to control the effect of message chain letters (if wanted)." 
However, the intended use does not describe the interaction and involvement of the 
"maximum read count" in controlling the "effect of message chain letters". Specifically, 
there is no description of "limiting the number of message forwards to the maximum 
read count". For these reasons, claims 1, 12 and 15 fail to comply with the written 
description requirement. 

8. Claims 1, 12 and 15 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The subject matter not described is in the limitation "wherein messages 
include a read count and a maximum read count to limit the number of message 
forwards to the maximum read count value" (from Claim 1). While a message including 
a read count and a maximum read count is enabled, the functionality of including a read 
count and a maximum read count "to limit the number of message forwards to the 
maximum read count value" is not enabled. The specification describes two cases in 
relating "message forwards" to the properties of a "read count" and a "maximum read 
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count". On page 1 1 , the "read count" property is described as a requirement when the 
number of message forwards is limited. However, the specification offers no description 
or guidance as to how one would implement the functionality of limiting the number of 
message forwards. The lack of description as to where or how the "read count" is 
updated and checked or a how the "read count" correlates to a "message forward" leads 
to uncertainty as to how one should make the invention. For example, does the display 
of a message update the "read count" or does the transmission of the message update 
the "read count". Is another structure present that is keeping track of the number of 
message forwards or is there a different approach implemented? On page 16, the 
"maximum read count" is described as intended for use in controlling the effect of 
message chain letters. While the examiner believes one skilled in the art would realize 
the connection of "message chain letters" to "message forwards", the examiner does not 
believe one skilled in the art would be able to make the subject matter as claimed based 
on this statement* of intended use. Futhermore, the specification does not describe how 
the system as a whole interacts with the "read count" and "maximum read count" to 
provide the function of limiting the number of message forwards to the maximum read 
count value. While the "Instant Message Broker" on page 14 uses the "read count" for 
other functionality, no description is made or guidance offered as to how the broker (or 
the message gateways) would handle a message forward in terms of limiting the 
number of message forwards. This also leads to issues of scope in terms of how 
message forwards coming from outside the system can be accounted for such that the 
number of messages forwards are limited to a maximum read count value as claimed. 
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Prior art such as U.S. Patent 5,740,230 shows message forwards can be limited (Col. 
24 lines 40-53), but a read count or a value is not used in making the determination 
since message forwards are simply either allowed or not allowed. As such, limiting the 
number of message forward to a maximum read count value is not well known and 
would not be enabled for that reason. For all these reasons, claims 1 , 12 and 15 fail to 
comply with the enablement requirement. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-18, 20 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,740,230 by Vaudreuil (Vaudreuil) in view of U.S. Patent 
5,958,005 by Thorne et al. (Thorne). 

1 1 . With respect to Claim 1 , Vaudreuil teaches a system for transmitting messages 
over a multimedia network from a sending client to a target client, the messages 
comprising target client information (Col. 1 lines 52-58), the system comprising: a 
plurality of message gateways (Col. 7 lines 52-65), each message gateway being 
configured to receive and transmit over at least one dedicated transfer medium (Col. 7 
lines 54-59 and Col. 3 line 66 - Col. 4 line 20), and a message broker (1 ) (Col. 7 line 65 
- Col. 8 line 1; note the examiner is interpreting the 'remainder of the software system' 
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on the hub to be the message broker) connected to the message gateways (Col. 7 line 
65- Col. 8 line 1) and being provided with a client database (Col. 8 lines 46-51 and Col. 
9 lines 61-65), wherein a first message gateway receives a message from a sending 
client over a first transfer medium (Col. 10 lines 37-41 and Col. 12 lines 21-36) and 
transmits the message and/or an information extracted thereof to the message broker 
(1 ), the message broker (1 ) automatically selects an appropriate second transfer 
medium depending on the content of the client database (2) and the supplied message 
and/or an information extracted thereof (Col. 15 lines 13-20 and Col. 19 lines 49-56), 
and the message is sent to the target client by means of a second message gateway 
configured for a transmission over the second transfer medium selected by the 
message broker (1) (Col. 6 lines 46-65). Vaudreuil also discloses limiting message 
forwards (Col. 24 lines 40-53). Vaudreuil does not explicitly disclose messages 
including a read count and a maximum read count. Thorne teaches a read count and a 
maximum read count (Col. 8 lines 1-10 and Col. 11 lines 5-12). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to take the 
system disclosed by Vaudreuil and modify it as indicated by Thorne such that messages 
include a read count and a maximum read count to limit the number of message 
forwards to the maximum read count value. One would be motivated to have this as 
there is need for controlling the circulation and usage of messages (Col. 2 lines 45-56 of 
Thorne). 

12. With respect to Claim 2, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches a common internal message format for the communication 
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respectively between the message broker (1 ) and the message gateways (Col. 6 line 65 
- Col. 7 line 9 and Col. 13 lines 2-15 and Col. 19 lines 36-48 of Vaudreuil) 

13. With respect to Claim 3, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches the message gateways are distributed over the network 
(See Fig. 1 of Vaudreuil - note gateways are part of the hub functionality). 

14. With respect to Claim 4, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches the transfer.media comprise analog and digital transfer 
media (Col. 7 lines 49-60 of Vaudreuil). 

1 5. With respect to Claim 5, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches at least one message processor (4) provided between the 
first and the second message gateway for further processing the content of the 
message to be transmitted (Col. 19 line 66 - Col. 20 line 8 of Vaudreuil). 

1 6. With respect to Claim 6, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches the client database (2) comprises addresses of clients (Col. 
21 lines 41-46), client preferences (Col. 20 lines 9-1 1) and/or characteristics of the 
transfer network to the corresponding target client (Col. 20 lines 11-12 of Vaudreuil). 

17. With respect to Claim 7, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches the message broker (1) is designed to furthermore perform 
processing control (Col. 8 lines 22-65 ofVaudreuil) and/or security processing (Col. 28 
lines 63-67 ofVaudreuil). 
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18. With respect to Claim 8, Vaudreuil in view of Thome teaches all the limitations of 
Claim 1 and further teaches the message broker (1 ) is designed to furthermore perform 
accounting and/or billing (Col. 9 lines 61-65 of Vaudreuil). 

19. With respect to Claim 9, Vaudreuil in view of Thorne teaches all the limitations of 
Claim 1 and further teaches a plurality of message brokers (1,1') is provided (See Fig. 

1 of Vaudreuil - note message brokers are a part of hub functionality). 

20. With respect to Claim 1 0, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 9 and further teaches at least one message broker (1') being connected with a 
client database (2') with reduced capacity (Col. 7 lines 61-65 and Col. 8 lines 65-67 of 
Vaudreuil). 

21 . With respect to Claim 1 1 , Vaudreuil in view of Thorne teaches all the limitations 
of Claim 1 and further teaches the messages respectively contain a non-granted 
encrypted and a granted non-encrypted part (Col. 28 lines 63-67 of Vaudreuil). 

22. With respect to Claim 12, Vaudreuil teaches a message broker unit for a 
distributed multimedia system, characterized in that it is designed to autonomously 
select an appropriate transfer medium out of a plurality of transfer media for message 
received from a sending client and to be transferred to a target client (Col. 4 lines 46-49 
and Col. 19 lines 49-57 ), wherein the message broker (1) (Col. 6 lines 46-48) is 
connected to a client database (2) (Col. 8 lines 46-51 and Col. 9 lines 61-65) and the 
transfer medium selection is performed depending on target client information and the 
content of the client database (Col. 20 lines 9-12 and Col. 6 lines 55-59). Vaudreuil also 
discloses limiting message forwards (Col. 24 lines 40-53). Vaudreuil does not explicitly 



Application/Control Number: 09/727,182 Page 9 

Art Unit: 2155 

disclose messages including a read count and a maximum read count. Thorne teaches 
a read count and a maximum read count (Col. 8 lines 1-10 and Col. 1 1 lines 5-12). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to take the message broker unit disclosed by Vaudreuil and modify it as indicated 
by Thorne such that the messages include a read count and a maximum read count to 
limit the number of message forwards to the maximum read count value. One would be 
motivated to have this as there is need for controlling the circulation and usage of 
messages (Col. 2 lines 45-56 of Thorne). 

23. With respect to Claim 13, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 12 and further teaches the transfer medium selection is performed depending 
on the target network (Col. 6 lines 55-59 of Vaudreuil), the message type (Col. 20 lines 
9-12 of Vaudreuil) and/or client preference contained in the client database (Col. 19 
lines 49-56 of Vaudreuil) 

24. With respect to Claim 14, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 12 and further teaches the messages respectively contain a non-granted 
encrypted and a granted non-encrypted part (Col. 28 lines 63-67 of Vaudreuil). 

25. With respect to Claim 15, Vaudreuil teaches a method for sending messages 
over a multimedia network from a sending client to a target client, the message 
comprising target client information (Col. 1 lines 52-58), the method comprising the 
following steps: transmitting the message from the sending client to a message broker 
(1) over a first transfer medium (Col. 6 lines 46-48), and transmitting the message to the 
target client over a second transfer medium, wherein the second transfer medium can 
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be identical to the first transfer medium (Col. 5 lines 60-66), wherein the message 
broker (1 ) selects an appropriate second transfer medium out of a plurality of transfer 
media depending on the content of a client database (2) (Col. 19 lines 49-56) connected 
to the message broker (1) (Col. 8 lines 46-51 and Col. 9 lines 61-65) and the target 
client information (Col. 19 lines 49-56 and Col. 20 lines 9-12). Vaudreuil also discloses 
limiting message forwards (Col. 24 lines 40-53). Vaudreuil does not explicitly disclose 
messages including a read count and a maximum read count. Thorne teaches a read 
count and a maximum read count (Col. 8 lines 1-10 and Col. 11 lines 5-12). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to take the method disclosed by Vaudreuil and modify it as indicated by Thorne such 
that the messages include a read count and a maximum read count to limit the number 
of message forwards to the maximum read count value. One would be motivated to 
have this as there is need for controlling the circulation and usage of messages (Col. 2 
lines 45-56 of Thorne). 

26. With respect to Claim 16, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 15 and further teaches the transmission of the message from the sending client 
to the target client is performed essentially in real-time (Col. 24 line 63 - Col. 25 line 3 
of Vaudreuil). 

27. With respect to Claim 17, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 1 5 and further teaches a conversion from the first transfer medium to the 
second transfer medium is performed depending on the target network (Col. 6 lines 55- 
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59 of Vaudreuil), the message type (Col. 20 lines 9-12 of Vaudreuil) and/or client 
preference contained in the client database (Col. 19 lines 49-56 of Vaudreuil). 

28. With respect to Claim 1 8, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 1 5 and further teaches before the transmission to the target client, the content 
of the message is further processed by digital signing, encryption, watermarking and/or 
translation (Col. 32 lines 57-64 and Col. 28 lines 63-67 of Vaudreuil). 

29. With respect to Claim 20, Vaudreuil in view of Thorne teaches all the limitations 
of Claim 15 and further teaches the messages respectively contain a non-granted 
encrypted and a granted non-encrypted part (Col. 28 lines 63-67 of Vaudreuil). 

30. With respect to Claim 21 , Vaudreuil in view of Thorne teaches all the limitations 
of Claim 15 and further teaches that when loaded into a computer, it implements a 
method according to Claim 15 (Col. 7 lines 47-49 of Vaudreuil and Please refer to Claim 
15 rejection). 

31. Claim 19 is rejected under 35 U.S. C. 103(a) as being unpatentable over 
Vaudreuil in view of Thorne as applied to claim 15 above, and further in view of U.S. 
Patent 6,163,796 by Yokomizo (Yokomizo). Vaudreuil in view of Thorne teaches all the 
limitations of Claim 15 but does not explicitly disclose a lifetime is attributed to each 
message and transmitting the message only during that lifetime. Yokomizo teaches a 
message can have a lifetime attributed to it (Col. 6 lines 4-5). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to take the 
method disclosed by Vaudreuil in view of Thorne and modify it as indicated by 
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Yokomizo such that a lifetime is attributed to each message and the message is only 
transmitted until the expiration of the lifetime. One would be motivated to have this as 
this provides better efficiency in the messaging system (Col. 2 lines 5-9 of Yokomizo). 

Response to Arguments 

32. Applicant's arguments, with respect to claims 1,12 and 15, are directed towards 
the new limitations "wherein messages include a read count and a maximum read count 
to limit the number of message forwards to the maximum read count" (from claim 1). 
The examiner has addressed these limitations based on the interpretation presented in 
the new grounds of rejection. Furthermore, 35 U.S.C. §112, 1 st paragraph issues have 
been raised regarding these new limitations. 

Conclusion 

33. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lazaro whose telephone number is 703-305- 
4868. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 703-308-6662. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




David Lazaro 
August 23 2004 




